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REMARKS 

Claims 1, 2, 7, 9 - 15, 17 - 21, 24 and 25 are pending in this application. Claims 1, 
15, and 21 have been amended. Support for these amendments may be found throughout the 
application, for example, in Figure 5 and the corresponding portions of the specification. In 
view of the foregoing amendments and following remarks, Applicant submits that the 
application is in condition for allowance. 

Examiner 9 s Interview 
Applicants would like to thank the Examiner for extending the courtesy of a telephone 
interview to Applicants' representative. During the interview, Applicants' representative 
explained to the Examiner that Bamburak does not disclose a priority data summary table as 
recited in the pending application. The Examiner requested thai Applicants file a formal 
response for further consideration. 

Claim Rejections Under 35 U.S.C § 102 

Claims 1-2, 7-21, and 24-25 were rejected under 35 U.S.C. §102(e) as being 
anticipated by Bamburak (U.S. Patent Pub. No. 2005/01 13089). Applicants respectfully 
traverse this rejection. 

Amended claim 1 recites, among other things, a method of selecting a desirable 
system from a list of wireless communications systems stored in a mobile station comprising 
calculating, in the mobile station, priority criteria from the system priority data to determine 
desirability levels for respective wireless communications systems, wherein the priority 
criteria is used to generate and store a priority data summary table in the mobile station, the 
priority data summary table including an acquisition success rate field, a last power 
measurement field, an access success rate field, and a system lost rate field. Independent 
claims 15 and 21 include similar recitations. Bamburak fails to disclose or suggest at least 
this combination of features. 

The Examiner refers to paragraphs 0029, 0035, and 0039, as well as figures 3 and 6 - 
10 of Bamburak as allegedly disclosing a priority data summary table. However, neither the 
cited passages and figures nor any other portion of Bamburak discloses a priority data 
summary table which comprises an acquisition success rate field, a last power measurement 
field, an access success rate field, and a system lost rate field, as recited by the pending 
claims 
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For a prior art reference to anticipate, 35 U.S.C. §102 requires that "each and every 
element as set forth in the claim is found, either expressly or inherently described, in a single 
prior art reference/' In re Robertson, 169 F.3d 743, 745, 49 USPQ2d 1949, 1950 (Fed. Cir. 
1999) (quoting Verdegaal Bros., Inc. v. Union Oil Co., 814 F,2d 628, 631, 2 USPQ2d 1051, 
1053 (Fed. Cir. 1987)), Accordingly, as Bamburak fails to disclose or suggest at least the 
above-identified features, it is clear that Bamburak does not anticipate or make obvious 
claims I, 15, and 21. 

Claims 2, 7, 9 - 14, 17 - 20, and 24 - 25 depend either directly or indirectly from one 
of the independent claims, and thus are patentable over the cited references for at least the 
same reasons. Further, each of these dependent claims separately recites subject matter not 
disclosed or suggested by Bamburak. 

Thus, Applicants respectfully request that the Examiner withdraw the rejection of 
claims 1-2, 7-21, and 24-25 under 35 U.S.C. § 102(e) as being anticipated by Bamburak. 
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CONCLUSION 



In light of the amendments contained herein, Applicants submit that the application is 
now in condition for allowance, for which early action is requested. 

Please charge any fees or overpayments that may be due with this response to Deposit 
Account No. 17-0026. 



QUALCOMM Incorporated 

Attn: Patent Department 

5775 Morehouse Drive 

San Diego, California 92121-1714 

Telephone: (858) 658-5787 

Facsimile: ' (858)658-2502 



Respectfully submitted, 





Darren M. Simon, Reg. No. 47,946 
(858) 845-2472 
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